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Status 
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2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 1 1 , 453 O.G. 213. 
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4) £3 Claim(s) 29-71 is/are pending in the application. 
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5) Q Claim(s) is/are allowed. 

6) [X] Claim(s) 29-71 is/are rejected. 

7) D Claim(s) is/are objected to. 
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Application Papers 
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DETAILED ACTION 
Claim Objections 

1 . Claim 43 is objected to because it appears to have a typographical error in line 2. 
-comprising the steps of:— should be 

-comprising:- 
Appropriate correction is required. 

2. Claim 71 is objected to because it appears to have typographical errors in lines 2 
and 8. 

Line 2, -comprising the steps of:- should be 

-comprising:- 

Line 8, -adhers- should be 

-adheres- 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 35, 49 and 63 are rejected because they contain the trademark/trade 
name SELFOC™. Where a trademark or trade name is used in a claim as a limitation 
to identify or describe a particular material or product, the claim does not comply with 
the requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
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USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe an optical control element and, accordingly, the 
identification/description is indefinite. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 29, 31, 42, 43, 45, 56, 57, 59, 70 and 71 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Frunder et al. (US 5,067,404). 

3. Regarding claim 29, Frunder et al. teach "a method to generate a print image on 
a carrier material (column 2, lines 14-15), comprising the steps of: 

covering a surface of a print carrier with a layer of a fountain solution which is 
one of ink-repelling and ink-attracting (column 2, lines 31-41 and column 3, lines 65-68); 

in a structuring process generating ink-attracting regions and ink-repelling 
regions via structuring of the fountain solution layer on the surface of the print carrier 
corresponding to a structure of the print image to be printed, and wherein to structure 
the fountain solution, radiation of a lamp is directed via a control element per image 
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point onto the fountain solution at the surface of the print carrier dependent on a control 
signal (column 5, lines 23-41); 

applying at the surface ink that adheres to the ink-attracting regions and that is 
not absorbed by the ink-repelling regions (column 2 t lines 39-41 )and 

transferring the applied ink onto the carrier material column 2, lines 14-19)." 

4. Regarding claim 31, Frunder et al. further teach "wherein a PLZT element is used 
as the control element (column 5, lines 35-38)." 

5. Regarding claim 42, Frunder et al. further teach "wherein a wavelength of the 
radiation of the lamp is adapted to the surface of the print carrier (column 5, lines 24- 

29)." 

6. Regarding claim 43, Frunder et al. disclose "a device to generate a print image 
on a carrier material (Figure 3), comprising the steps of: 

an image generating station in which in a structuring process ink-attracting 
regions and ink-repelling regions are generated on a surface of a print carrier 
corresponding to a structure of the print image to be printed (item B); 

an ink application station wherein ink that adheres to the ink-attracting regions 
and that is not absorbed by the ink-repelling regions is applied on the surface (item C); 

an ink transfer station wherein the applied ink is transferred onto the carrier 
material (item D); 

the image generating station having a lamp whose radiation is directed via a 
control element per image point (column 5, lines 23-41); and 



Application/Control Number: 10/505,238 Page 5 

Art Unit: 2854 

toward the surface of the print carrier, the radiation being dependent on a control 
signal (column 5, lines 23-41)." 

7. Regarding claim 45, Frunder et al. further disclose "wherein a PLZT element is 
used as the control element (column 5, lines 35-38)." 

8. Regarding claim 56, Frunder et al. further disclose "wherein a wavelength of the 
radiation of the lamp is adapted to the surface of the print carrier (column 5, lines 24- 
29)." 

9. Regarding claim 57, Frunder et al. teach "a method to generate a print image on 
a carrier material (column 2, lines 14-15), comprising the steps of: 

covering a surface of a print carrier with a layer of a fountain solution which is 
one of ink-repelling and ink-attracting (column 2, lines 31-41 and column 3, lines 65-68); 

in a structuring process generating ink-attracting regions and ink-repelling 
regions for the fountain solution layer on the surface of the print carrier corresponding to 
a structure of the print image to be printed, and wherein radiation of a lamp is directed 
via a control element per image point toward the surface of the print carrier (column 5, 
lines 23-41); 

applying at the surface ink that adheres to the ink-attracting regions and that is 
not absorbed by the ink-repelling regions (column 2, lines 39-41); 

and transferring the applied ink onto the carrier material (column 2, lines 14-19)." 

1 0. Regarding claim 59, Frunder et al. further teach "wherein a PLZT element is used 
as the control element (column 5, lines 35-38)." 
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1 1 . Regarding claim 70, Frunder et al. further teach "wherein a wavelength of the 
radiation of the lamp is adapted to the surface of the print carrier (column 5, lines 24- 
29)." 

12. Regarding claim 71, Frunder et al. disclose "a device to generate a print image 
on a carrier material (figure 3), comprising the steps of: 

an image generating station in which in a structuring process ink-attracting 
regions and ink-repelling regions are generated on a surface of a print carrier 
corresponding to a structure of the print image to be printed (item B); 

an ink application station wherein ink that adhers to the ink-attracting regions and 
that is not absorbed by the ink-repelling regions is applied on the surface (item c); 

an ink transfer station wherein the applied ink is transferred onto the carrier 
material (item D); and 

the image generating station having a lamp whose radiation is directed via a 
control element controlled by a control signal toward the surface of the print carrier 
(column 5, lines 23-41)." 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 3. Claims 41 , 55, and 69 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Frunder et al. as applied to claims 29, 34, 42, 43, 45, 55, 57, 59, and 
70 above, in view of Heinzl et al. (US 6,295,928). Frunder et al. fail to disclose "wherein 
a wavelength of the radiation radiated by the lamp is adapted to the fountain solution 
layer." Heinzl et al. disclose a method and device for printing wherein a fountain 
solution layer is heated and removed by radiation tuned to the fountain solution (column 
4, lines 48-58). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the method of Frunder et al. with the method of Heinzl et al. in 
order to prevent damage to the print carrier. 

Claims 30, 32-33, 44, 46-47, 58, and 60-61 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Frunder et al., as applied to claims 29, 34, 42, 43, 45, 55, 
57, 59, and 70 above, in view of Kuroki et al. (EP 0 903 226 A2). 

14. Regarding claim 30, Frunder et al. fail to teach "wherein a plurality of control 
elements are arranged in at least one line as an array and the structuring occurs line- 
by-line." Kuroki et al. teach an array of PLZT elements (paragraph 101). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the 
array of Kuroki et al. in order to achieve a better image. 

1 5. With regards to claims 32 and 33, see also paragraph 1 01 . 

16. Regarding claim 39, 53 and 67, Frunder et al. teach a method and apparatus 
using a "cooled carrier that is cooled by at least one of water and gas (column 5, lines 
10-21)." Frunder et al. fail to teach the use of "at least one of a DMD array and a PLZT 
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array." Kuroki et al. teach an array of PLZT elements (paragraph 101). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the 
array of Kuroki et al. in order to achieve a better image. 

17. With regards to claim 40, 54 and 68, Frunder et al. fail to disclose "wherein the 
lamp is one of a xenon lamp and a halogen lamp." Kuroki et al. teach the use a xenon 
or halogen lamp (paragraphs 99 and 101). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the xenon or halogen lamps of 
Kuroki et al. in order to expose the carrier material in a cost-effective manner. 

18. Claims 34-35, 48-49 and 62-63 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frunder et al. in view of Kuroki et al. (EP 0 903 226 A2) as applied to 
claims 30, 32-33, 44, 46-47, 58, and 60-61 above, and further in view of Doi (US 
5,712,674). Frunder et al. in view of Kuroki et al. fail to disclose "an imaging optic that 
focuses the radiation passed by the respective PLZT element onto the surface of the 
print carrier is arranged between the PLZT array and the surface of the printer." Doi 
discloses an exposure device that uses a SELFOC™ imaging optic (figure 2, item 38 
and column 12, lines 66-67) to focus radiation passed through a PLZT array (figure 2, 
item 36. See also column 24, lines 43-51). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the PLZT array and the 
imaging element of Doi in the method and apparatus of Frunder et al. in view of Kuroki 
et al. in order to create a sharper image. 
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Claims 36-37, 50-51 and 64-65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frunder et al. in view of Kuroki et al. as applied to claims 30, 32-33, 
44 ? 46-47, 58, and 60-61 above, and further in view of Miyagawa (US 6,081 ,321). 

19. With regards to claims 36, 50, and 64, Frunder et al. in view of Kuroki fail to 
disclose "wherein a DMD element is used as the control element." Miyagawa shows 
that DMD elements are an equivalent structure to PLZT elements, and is known in the 
art. Therefore, because these two elements were art recognized equivalents at the time 
the invention was made, one of ordinary skill in the art would have found it obvious to 
substitute DMD elements for PLZT elements in order to have a quicker response. 

20. With regards to claims 37, 51 and 65, see also paragraph 101 of Kuroki et al. 

21. Claims 38, 52 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Frunder et al. in view of Kuroki et al., further in view of Miyagawa (US 6,081,321), 
as applied to claims 36-37, 50-52 and 64-66 above, and further in view of Doi (US 
5,712,674). Frunder et al. in view of Kuroki et al., further in view of Miyagawa fail to 
disclose "an imaging optic that focuses the radiation passed by the respective DMD 
element onto the surface of the print carrier is arranged between the DMD array and the 
surface of the printer." Doi discloses an exposure device that uses a SELFOC™ 
imaging optic (figure 2, item 38 and column 12, lines 66-67) to focus radiation passed 
through an optical array (figure 2, item 36). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the imaging array and the 
imaging element of Doi in the method and apparatus of Frunder et al. in view of Kuroki 



Application/Control Number: 10/505,238 



Page 10 



Art Unit: 2854 

et al., further in view of Miyagawa and further in view of Doi in order to create a sharper 
image. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Zimmerman whose telephone number is 571- 
272-2749. The examiner can normally be reached on M-F 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Gray can be reached on 571-272-21 19. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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